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1 . Claims 2, 5, 6 and 10 use the terms "preferably" and "especially" to further limit 
certain features. It cannot be ascertained whether the claims are confined to the 
broader defined feature or the more limited one denoted by such terms. More favorable 
consideration would be given to the deletion of the more limited features from these 
claims and the denotation thereof in new independent claims. 

2. The word "obtainable" in claim 6, line 2, does not affirmatively define the 
reactants of the Mannich base formulation in the absence of the word "obtained." 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 11-13 provides for the use of the multi-component kit, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 11-13 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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4. Any redrafting of use claims 1 1 -1 3 to the particular use would constitute a distinct 
invention subject to a restriction requirement wherein such claims would be withdrawn 
as directed to a non-elected invention. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Gienau et al. Patent No. 6,645,340; French Patent No. 2,893,314 and Mishra et al. 
Patent No. 6,376,579 in view of Armin et al. Patent No. 6,214,159; Marten et al. Patent 
No. 4,481 ,349 and Neumann et al. Patent No. 5,576,1 08. 

5. Gienau et al. (col. 2, lines 27-35) discloses a two-component composition for 
fastening achoring means (col. 5, lines 52-55) wherein one component contains an 
epoxide resin and reactive diluent, and the other component contains an amine curing 
agent such as especially preferably Mannich bases without a residual content of 
phenols obtained by the condensation of polyamines, multihydric phenols and 
formaldehyde (col. 4, lines 55-60), inorganic fillers and curing catalysts. The epoxide 
resin component is mixed with the amine curing agent component in a ratio of 3:1 
(col. 6, lines 30-31). 
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6. The French patent (Derwent abstract) sets forth a two-component formulation for 
fixing purposes (Use section) wherein component A contains an epoxy resin and 
mineral and fibrous fillers, and component B contains a hardener such as a phenol-free 
Mannich base, fibrous filler and polyamine accelerator. 

7. Mishra et al. (col. 2, lines 4-8) reports a two-part system wherein Component A is 
a reactive epoxy resin mixture and Component B contains a Mannich base curing 
agent (col. 3, lines 1-5 and 27-43) and an amine-base accelerator such as 
2,4,6-tri(dimethylaminomethyl)phenol and possesses a viscosity of from 100 to 

1 000,000 cps (1 cps = 1 mPas). The ratio of Components A:B is about 3:1 
(col. 4, lines 26-28). 

The claimed H equivalents and viscosity of the Mannich base are not recited. 

8. Armin et al. (col. 3 table) shows a blend of bisphenol A/F epoxide resin and a 
non-toxic Mannich base without residual contents of phenols obtained by the 
Condensation of polyamines, multihydric phenols and formaldehyde (col. 1, lines 52-58) 
with an amine hydrogen equivalent of approximately 75 g/eq. 

9. Marten et al. (col. 4, lines 4-16, Mannich base condensate (A)) shows a Mannich 
base for hardening epoxy resins prepared by reacting m-xylylenediamine, phenol and 
formaldehyde exhibiting a viscosity of 2500 mPas and a hydrogen equivalent weight 
(col. 3, lines 66-67, HAV) of 70. 
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10. Neumann et al. Patent No. 5,576,108 (cols. 6-7, Examples 1-3) shows curing 
components for epoxy resins of a Mannich reaction (col. 2, lines 33-36) of alkylated 
polyhydroxy aromatics, polyamines and aldehydes exhibiting hydrogen equivalent 
values (HEV) of 73, 68 and 72, and viscosities of 1900, 2100 and 1400 mPas, 
respectively. 

11. It would have been obvious to employ the Mannich bases of Gienau et al., the 
French patent and Mishra et al. with the hydrogen equivalent values shown by 
Armin et al. and Neumann et al. in order to optimize the curability with the epoxy resin. 

12. It would have been obvious to use the Mannich bases of Gienau et al, the French 
patent and Mishra et al. with the viscosities shown by Neumann et al. in order to 
mitigate clouding and improve the pendulum hardness for 1 day at 5°C and 95% relative 
humidity (col. 8, lines 62-67 and cols. 9-10, Table 1, wherein the lower viscosity 
Mannich bases of Examples 1-3 show higher pendulum hardnesses than the higher 
viscosity Mannich bases of Examples 4 and 5). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Sellers whose telephone number is 
(571) 272-1093. The examiner can normally be reached on Monday to Friday from 
9:30 to 6:00. The fax phone number for the organization where this application or 
proceeding is assigned is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 

/Robert Sellers/ 
Primary Examiner 
Division 1796 



